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DETAILED ACTION 

Claim Objections 

1 . Claims 7 and 8 objected to because of the following informalities: 

2. Regarding claim 7, element (a) should end with a comma, not a period. 

3. Regarding claim 8, element (g), "carbon later" should be "carbon layer". 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1-12 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Loercks et al. (US 6062228) in view of Koster et al. (US 4291712) and Figlar et al. 
(US 6779529). 

7. Regarding claim 1 , Loercks et al. (hereinafter Loercks) teaches a filter element 
for manufacturing tobacco smoke filters comprising a filtering material which 
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substantially contains starch and/or a starch-based polymer mixture (see abstract; 
starch or its polymer compositions). 

8. Regarding claims 3-6, Loercks teaches that the filter element containing the 
filtering material can consist of starch and/or a starch-based polymer mixture and that 
the mixture can be a foamed material or a fibrous material. Loercks also teaches that 
the use of natural fibers such as cellulose fibers and cotton fibers are known in the art 
(see abstract and col. 1 ; fibers, films, or foams... starch or its polymer compositions... 
cellulose acetate fiber). Loercks also teaches the filter element contains fibers in an 
amount of up to 30%, which encompasses the 5 percent by volume limitation as 
claimed (col. 1, lines 34-65; up to 30% water-soluble polymers, e.g. starches). 

9. Regarding claim 7 and 8, Loercks teaches a method for manufacturing a filter 
element comprising the steps of continuously supplying a metered mixture of starch 
and/or a starch-based polymer mixture as well as further additives into an extruder 
system, heating and kneading the mixture at a defined temperature and pressure 
regime for forming a melt, extruding the melt through a nozzle, forming an extruded 
product having an air-permeable configuration, compressing the extruded product and 
forming a filtering material as an endless filter, separating the extruded filtering material 
into portions, and forming a filter element consisting of at least one filtering material 
portion. 

1 0. Regarding claim 1 1 , Loercks teaches the filtering material is formed of starch 
foam, biopolymeric films, or starch polymer films (see abstract). 
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1 1 . Regarding claim 1 2, Loercks discloses that further additives such as polyhydroxyl 
butyric acid (PHB) are published and known in the art (col. 1, lines 35-41) as a flowing 
assistant as well as optionally a foaming agent. 

12. Further regarding claim 1 , Loercks does not teach the filter element comprises 
pores and/or filter channels being open in the direction of the gas flow. Koster et al. 
(hereinafter Koster) teaches the filter element comprises pores and/or filter channels 
being open in the direction of the gas flow (see abstract; filter... provided with one or 
more axial channels). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to provide channels in the filter element so the total particle 
range comes in the smoker's mouth, so that the flavour is weakened but not deformed 
as taught by Koster (col. 1, lines 16-19). 

13. Regarding claim 2, Loercks does not teach the elements claimed. Koster 
teaches the filter element comprises continuous filter channels extending substantially 
in the direction of the gas flow (see abstract). Koster does not expressly teach that the 
diameter of the filter channels lies in the range of 50 to 1 00 ju m. However, since the 
use of perforations (needles, laser, etc.) is well known in the art, it would be an intrinsic 
property of the channels to lie within the claimed range (see Koster, col. 1, lines 14-21; 
In a known construction, the channel...). 

14. Regarding claim 9, Loercks does not teach the elements claimed. Koster teaches 
the filter channels are introduced into the filtering material portions before forming the 
filter element (col. 1 , lines 56-60; exposed to the laser beam... prior to being cut to 
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filters). It would have been obvious to one of ordinary skill in the art to introduce the 
filter channels before forming the filter element because the filter rods are cut to filters to 
form the filter element as taught by Koster. It would not be practical to introduce the 
channels into each filter element after the filter rod was cut (see Koster, col. 1 , lines 48- 
65). 

15. Regarding claim 10, Loercks does not teach the elements claimed. Koster 
teaches the filter channels are formed by a laser beam (see abstract; channels made by 
means of a laser beam). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to use the laser beam of Koster to create channels in the filter. 
The rationale to do so would have been that the channel weakens the flavor but does 
not deform it as taught by Koster (col. 1, lines 16-18; advantage that, at least in part... 
the flavour is weakened but not deformed). 

16. Further regarding claim 1 , Loercks and Koster do not teach the filter element is 
characterized in that the filtering material is arranged in alternatingly succeeding layers 
consisting of starch and/or a starch-based polymer mixture and activated carbon and 
the layers are stacked transversely with respect to the direction of the gas flow. Figlar 
et al. (hereinafter Figlar) teaches the filtering material is arranged in alternatingly 
succeeding layers (see Fig. 4) consisting of starch and/or a starch based polymer 
mixture and activated carbon and the layers are stacked transversely with respect to the 
direction of the gas flow (see Fig. 2 and col. 5, lines 41-42; cellulose acetate/charcoal). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
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was made to use the multiple section filter of Figlar. The rationale to do so would have 
been to reduce the level of predetermined smoke constituents as taught by Figlar (see 
abstract). 

1 7. Further regarding claims 3-6, Loercks and Koster do not expressly teach the 
starch and/or starch-based polymer mixture forms a base material for activated carbon. 
Figlar teaches that the material forms a base for activated carbon (see Fig. 2 and claim 
1 ; activated charcoal). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to use charcoal in the filter element. The rationale to do so 
would be that charcoal has a high specific surface area and is a relatively strong 
adsorbent for vapor-phase constituents of tobacco smoke as well known in the art and 
as disclosed by Figlar (col. 1 , lines 28-30). 

18. Further regarding claim 8, Loercks and Koster do not expressly teach element 
(g). Figlar teaches the filter element consists of two or more filtering material portions 
and each comprising an activated carbon layer between subsequent filtering material 
portions (see Fig. 4). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to use the filter element of Figlar because the orientation as taught 
by Figlar produces a synergistic effect in smoke constituent reductions (see col. 2, lines 
20-33). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US 556881 9 discloses a cigarette filter. US 441 1 280 discloses a 
ventilated thermoplastic polymer foam filter rods. 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LEE whose telephone number is (571)270- 
771 1 . The examiner can normally be reached on Monday-Thursday, 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on (571)272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ID. U /Timothy J. Kugel/ 

Examiner, Art Unit 41 22 Primary Examiner, Art Unit 1 796 



